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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment. See 37 CFR 1 .704(b). 

Status 

' 1 )K Responsive to communication(s) filed on 01 February 2007 . 
2a)M This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim{s) 1-5 and 7-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-5 and 7-23 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required If the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received In Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Double Patenting 

The rejection of claims 1-5, 7-23 rejected on the ground of nonstatutory double patenting 
over claims 1-27 of U.S. Patent No. 6,630,416 will be withdrawn in view of applicant's terminal 
disclaimer, once the terminal disclaimer is approved. 



Claim Rejections - 35 USC § 103 

1 . The follow^ing is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-5 and 7-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lam 
et al, US Patent No. 5,858,883 or Lam et al, US Patent No. 5,856,244 in view of Lam et al, US 
Patent No. 6,630,416. 

Applicant's claims pertain to a friction material comprising: 

A. ) A porous primary layer comprising a fibrous base material impregnated with at least 
one curable resin and 

B. ) A secondary layer on the surface of the primary layer comprising a carbonaceous 
material and friction modifying particles in an amount of 5-35% by weight of the fibrous base 
material. 
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The primary layer may include aramid fibers, cotton fibers, carbon fibers, graphite 
fibers and a filler material. The secondary layer may include a mixture of carbon particles and 
silica particles. A process for producing the friction material is also claimed. 

Lam et al, *883 discloses a fibrous base material comprising a primary layer of less 
fibrillated aramid fibers, synthetic graphite and at least one filler material; and a secondary layer 
of carbon particles on at least one surface of the fibrous base material for use in a non-asbestos 
friction material. In certain embodiments of the invention, the fibrous base material is 
impregnated with a phenolic or phenolic-hsiSQd resin material, including, for example, a mixture 
of a phenolic resin and a silicone resin. The fibrous base material comprises a primary layer of a 
plurality of less fibrillated aramid fibers, and has a freeness of at least about 450 on the Canadian 
Standard Freeness (CSF) index. The fibrous base material of the invention may comprise about 
10 to about 50%, by weight less fibrillated aramid fiber; about 10 to about 35%, by weight, 
synthetic graphite; about 20 to about 45%, by weight, filler material; and about 0.2% to about . 
20%, by weight, carbon particles. The fibrous base material may also comprise about 20% to 
about 40% cotton fibers. The fibrous base material of the invention includes porous material 
ranging in mean average size from about 2.5 to about 12 microns in diameter. The friction 
material has readily available air voids of at least about 50%. Example E of the invention 
includes a fibrous base material comprising about 25% less fibrillated aramid fibers, about 20% 
synthetic graphite, about 25% diatomaceous earth, and about 30% cotton fibers and is 
impregnated with an tpoxy-phenolic resin. Lam et al also discloses various methods for forming 
the friction materials of the invention, wherein the fibrous base material is impregnated with the 
phenolic or modified phenolic resin, preferably so that the impregnating resin material 
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comprises about 45 to about 65 parts, by weight, per 100 parts, by weight, of the friction 
material. After the fibrous base material has been impregnated with the resin, the impregnated 
fibrous base material is heated to a desired temperature for a predetermined length of time to 
form the friction material. The heating cures the phenolic resin at a temperature of about 300 
degree. F. When other resins are present, such as a silicone resin, the heating cures the silicone 
resin at a temperature of about 400 degree F. Thereafter, the impregnated and cured fi-iction 
material is adhered to the desired substrate by suitable means. No patentable difference is 
readily ascertained between present and patented inventions. Since all parameters of applicant's 
invention are disclosed by patentee, it would have been obvious, if not fully anticipatory, to one 
of ordinary skill in the art to select the components set forth in the patent and employ them 
within the disclosed weight ratios and in the manner described by patentee. See col. 6, line 38 
through col. 10, line 39. 

Lam et al '244 provides teachings that are cumulative to those of Lam et al, US Patent 
No. 5858883. See col. 8, line 28 through col. 12, line29. The patent includes a retention aid that 
may be a sizing agent. In view of applicant's claim terminology, "comprising", such a retention 
aid is not prohibited in the present compositions. Applicant's invention does not provide a 
patentable difference over the invention of lam et al '244. Again, all parameters of applicant's 
invention are disclosed by patentee, it would have been obvious, if not fijlly anticipatory, to one 
of ordinary skill in the art, to select the components set forth in the patent and employ them 
within the disclosed weight ratios and in the maimer described by patentee. 

Lam et al '416 discloses a fibrous base material comprising a first layer of fibrillated 
aramid fibers, (and optionally cotton fibers, carbon fibers, carbon particles and a filler material. 
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such as diatomaceous earth) and a second layer of friction modifying particles. The invention 
further relates to a composite friction material comprising the above described fibrous base 
material impregnated with a phenolic resin or a phenolic based resin blend. 
A secondary, or top, layer of friction modifying particles is deposited on the primary layer to 
form the fibrous base material. Various friction modifying particles are useful as the secondary 
layer on the fibrous base material. In particular, silica particles such as diatomaceous earth, 
celite, celatom, and/or silicon dioxide are especially useful. The surface friction modifying 
particles are present at about 0.2 to about 20%, by weight, and preferably about 2-10%, by 
weight, and most preferably about 3-5%, by weight, of the fibrous base material. 
The uniformity of the secondary layer of the friction modifying particles on the surface of 
fibrous base materials is achieved by using a range and size of the particles that is preferably 
from about 0.5 to about 80 microns, and preferably about 0.5 to about 20 microns. 
In preferred embodiments, the amount of friction modifying particles on the primary layer ranges 
from about 0.2 to about 20%, by weight, and in certain embodiments about 2 to about to about 
15%, by weight, and in certain preferred embodiments about 2 to about 5%, by weight, of the 
friction paper. In preferred embodiments, the area of coverage of friction modifying particles on 
the primary layer surface is in the range of the about 3 to about 90% of the surface area. See col. 
4, lines 1 1-59 and col. 5, lines38 through col. 9, line 60. 

It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to employ the silica or carbonaceous particles of either of Lam et al *883 or '244 
having the suggested particle size of Lam et al, '416. It also would have been obvious to 
formulate the friction materials of either of Lam et al '883 or '244 wherein the secondary layer is 



Application/Control Number: 10/678,598 
Art Unit: 1714 



Page 6 



present at an amount that is in the range of about 3 to about 90% of the surface area as suggested 
by Lam et al '416. 

Response to Arguments 

Applicant's arguments filed 02/01/2007 have been fully considered but they are not 
persuasive. Applicant argues that neither of the Lam et al. patents disclose a secondary layer 
comprising a mixture of carbonaceous material and silica friction modifying particles that is 
positioned on at least one surface of the primary layer as defined in applicant's amended claims. 
This argument is remedies by the newly cited reference to Lam et al '416, which includes 
explicit direction to such features. 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in thq United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-5 and 7-23 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Lam et al, US Patent No. 6,630,416. Lam et 
al '416 is described in detail above No patentable difference is readily ascertained between the 
present and patented claims. 

Claims 1-5 and 7-23 are directed to an invention not patentably distinct from claims 1-27 
of commonly assigned US Patent No. 6,630,416. 

The U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership (see MPEP Chapter 2300). 
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Commonly assigned Patent No. 6,630,416, discussed above, would form the basis for a rejection 
of the noted claims under 35 U.S.C. 103(a) if the commonly assigned case qualifies as prior art 
under 35 U.S.C. 102(e), (f) or (g) and the conflicting inventions were not commonly owned at 
the time the invention in this application was made. In order for the examiner to resolve this 
issue, the assignee can, under 35 U.S.C. 103(c) and 37 CFR 1. 78(c), either show that the 
conflicting inventions were commonly owned at the time the invention in this application was 
made, or name the prior inventor of the conflicting subject matter. 

A showing that the inventions were commonly owned at the time the invention in this 
application was made will preclude a rejection under 35 U.S.C. 103(a) based upon the commonly 
assigned case as a reference under 35 U.S.C. 102(f) or (g), or 35 U.S.C. 102(e) for applications 
pending on or after December 10, 2004. 

1. Claims 1-5 and 7-23 are rejected under 35 U.S.C. 103(a) as being obvious over Lam et al, 
US Patent No. 6,630,416. 

The applied reference has a common inventor and assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art only 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a 
showing under 37 CFR 1 .132 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not an invention "by another"; (2) a 
showing of a date of invention for the claimed subject matter of the application which 
corresponds to subject matter disclosed but not claimed in the reference, prior to the effective 

U.S. filing date of the reference under 37 CFR \ A2>\\Or (3) an OUth or declaration 

under 37 CFR 1.130 stating that the application and reference are 
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currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a 
terminal disclaimer in accordance with 37 CFR 1.321(c). This rejection 

might also be overcome by showing that the reference is disqualified under 35 U.S.C. 103(c) as 
prior art in a rejection under 35 U.S.C. 103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Applicant should supply the oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104. 

Conclusion 

2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi^om the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kriellion A. Sanders whose telephone number is 571-272-1 122. 
The examiner can normally be reached on Monday through Thursday 8:30am-7:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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